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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD 

 

STUDIO MODERNA S.A. 

 Opposer/Counterclaim Defendant, 

 v. 

BIG FISH GAMES, INC., 

 Applicant/Counterclaim Plaintiff. 

 
Opposition No. 91204345 
Serial No. 85/319799 
 
 

 

ANSWER TO NOTICE OF OPPOSITION AND COUNTERCLAIM FOR 
CANCELLATION OF ASSERTED REGISTRATION 

 
Applicant/Counterclaim Plaintiff Big Fish Games, Inc. (“Applicant or Counterclaim 

Plaintiff”), hereby responds to the Notice of Opposition, filed March 16, 2012, by Studio 

Moderna S.A. (“Opposer or Counterclaim Defendant”), as follows: 

Applicant admits that it filed its intent-to-use application for the mark BIG FISH on May 

12, 2011, that the listed goods and services are included in the application, and that the 

application was published for opposition on September 20, 2011 (“Applicant’s Mark”). 

1. Applicant lacks knowledge or information sufficient to form a belief as to the 

truth of the allegations of paragraph 1 of the Notice of Opposition and therefore denies the same. 

2. Applicant lacks knowledge or information sufficient to form a belief as to the 

truth of the allegations of paragraph 2 of the Notice of Opposition and therefore denies the same. 

  a. Applicant admits that Opposer has attached as Exhibit A to its Notice of 

Opposition what is purported to be a copy of the Certificate of Registration for the mark 

BIGFISH, U.S. Reg. No. 3,889,206, which identifies certain goods in International Classes 12 

and 28.  
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  b. Applicant admits that Opposer has attached as Exhibit B to its Notice of 

Opposition what is purported to be a copy of the Certificate of Registration for the mark BigFish, 

U.S. Reg. No. 3,936,214, which identifies certain goods in International Classes 35 and 41. 

 Applicant admits that the filing date of the registrations shown on Exhibits A and B to the 

Notice of Opposition precedes the May 12, 2011 filing date of the application for Applicant’s 

Mark.   

 Applicant lacks knowledge or information sufficient to form a belief as to the truth of the 

remaining allegations of paragraph 2 of the Notice of Opposition and therefore denies the same. 

3. Applicant lacks knowledge or information sufficient to form a belief as to the 

truth of the allegations of paragraph 3 of the Notice of Opposition and therefore denies the same. 

4. Applicant lacks knowledge or information sufficient to form a belief as to the 

truth of the allegations of paragraph 4 of the Notice of Opposition and therefore denies the same. 

5. Paragraph 5 contains legal conclusions to which no response is required.  To the 

extent a response is required, Applicant denies the allegations of paragraph 5.   

6. The applications referenced by Opposer in paragraph 6 of the Notice of 

Opposition are not at issue in this proceeding.  Paragraph 6 contains legal conclusions to which 

no response is required.  To the extent a response is required, Applicant denies the allegations of 

paragraph 6.  

7. Paragraph 7 contains legal conclusions to which no response is required.  To the 

extent a response is required, Applicant denies the allegations of paragraph 7. 

AFFIRMATIVE DEFENSES 

1. The Notice of Opposition fails to state a claim upon which relief may be granted. 

2. The goods and services of the parties are not competitive or related.  
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3. Applicant’s Mark is not likely to cause confusion, or to cause mistake, or to 

deceive, or to falsely suggest an association with Opposer. 

4. Applicant’s Mark is not likely to cause dilution to, or tarnishment of, Opposer’s 

marks. 

5. Opposer’s marks were not famous prior to Applicant’s first use of Applicant’s 

Mark and are not famous now as required by law.  

6. Applicant has priority over the priority date of Opposer’s asserted Registration 

No. 3,936,214.   

7. Applicant reserves the right to amend its Answer to add affirmative defenses or 

counterclaims that are not now known but may later become known through discovery or other 

means. 

WHEREFORE Applicant prays that this Opposition be denied.  

COUNTERCLAIM 

 Applicant for its Counterclaim against Opposer hereby states and alleges as follows: 

 Opposer/Counterclaim Defendant has opposed registration of Applicant/Counterclaim 

Plaintiff’s application for the mark BIG FISH, Serial No. 85/319799 under Section 2(d) of the 

Trademark Act.  In support of its Notice of Opposition, Opposer/Counterclaim Defendant relies 

on Registration No. 3,936,214 issued on the Principal Register on March 29, 2011 to 

Opposer/Counterclaim Defendant for the mark BigFish covering “On-line retail store services in 

the field of cycling, featuring bicycles; providing on-line advertising in the fields of bicycles and 

cycling; providing on-line consumer information regarding bicycles and cycling gear” in 

International Class 35 and “Providing on-line information regarding cycling and bicycle racing, 

for entertainment, recreation or as a sport” in International Class 41 (the “Registration”).  
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Applicant/Counterclaim Plaintiff believes it has priority over the priority date of Registration 

such that the Registration is invalid, and hereby petitions to cancel the same.   

 As grounds for cancellation, it is alleged that: 

1. Counterclaim Plaintiff is now, and for many years has been, engaged in the 

creation, development, marketing, sale and administration of games, online computer games, 

computer software games, video games and electronic game software, electronic media and 

entertainment media.  

2. Since at least as early as May of 2002 and long prior to May of 2006, the date of 

first use anywhere alleged in the Registration of Counterclaim Defendant, Counterclaim Plaintiff 

has offered games, online computer games, computer software games, video games and 

electronic game software, electronic media and entertainment media in connection with the 

trademark BIG FISH GAMES and variations thereof used by Counterclaim Plaintiff at common 

law, including but not limited to BIG FISH (the “BIG FISH Marks”). 

3. Since at least as early as 2002 and long prior to May of 2006, Counterclaim 

Plaintiff, its customers, subscribers and end users, and others in the gaming industry have 

referred to Counterclaim Plaintiff as “Big Fish.” 

4. Counterclaim Plaintiff is the owner of the following U.S. Trademark Registrations 

for its BIG FISH Marks on the Principal Register of the U.S. Patent and Trademark Office: 

Mark Reg. No. Reg. Date Goods/Services 

 
BIG FISH GAMES 
 
 

4,004,420  
 

August 2, 2011 
 

Class 9:  computer game software; 
downloadable computer game 
software 
Class 38: providing online chat 
rooms for transmission of messages 
among computer and mobile 
communication users concerning 
games 



 

 
 5 

Class 41: entertainment services, 
namely, providing online computer 
games 
Class 42: design and development of 
computer game software for others 

 
 
 

3,653,488 
 

July 14, 2009 

 

Class 41:  Entertainment services, 
namely, providing online interactive, 
computer, video and electronic 
games; computer games provided via 
a global computer network, mobile 
access computers, handheld game 
players and mobile telephones; 
providing a computer game that may 
be accessed network-wide by 
network users; providing information 
in the field of games, interactive 
games, electronic games, computer 
games and video games, via the 
internet; providing temporary use of 
non-downloadable online interactive 
games, electronic games, computer 
games or video games; providing a 
web site where users can post 
ratings, reviews, favorites and 
recommendations in the fields of 
games, interactive games, electronic 
games, computer games and video 
games; computer services, namely, 
providing online newsletters in the 
fields of games, online computer 
games, computer software games, 
video games and electronic game 
software via e-mail and the Internet 

 

 

3,697,601 

 
 
October 20, 2009 

 

Class 38:  Providing online chat 
rooms, forums and electronic 
bulletin boards for transmission of 
messages among computer and 
mobile communication users 
concerning games, online computer 
games, computer software games, 
video games and electronic game 
software, electronic media and 
entertainment media 
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3,653,489 
 

 
July 14, 2009 

 

Class 42:  Computer services in the 
nature of customized web pages 
featuring user-defined information, 
personal profiles and information; 
hosting digital content on the 
Internet for others; web site 
development services for others; 
technical support services, namely, 
troubleshooting of computer 
software and game problems 

 

4,028,044 
September 20, 
2011 

Class 41:  Entertainment services, 
namely, providing online interactive, 
computer, video and electronic 
games; computer games provided via 
a global computer network, mobile 
access computers, handheld game 
players and mobile telephones; 
providing a computer game that may 
be accessed network-wide by 
network users; providing information 
in the field of games, interactive 
games, electronic games, computer 
games and video games, via the 
internet; providing temporary use of 
non-downloadable online interactive 
games, electronic games, computer 
games or video games; providing a 
web site where users can post 
ratings, reviews, favorites and 
recommendations in the fields of 
games, interactive games, electronic 
games, computer games and video 
games; computer services, namely, 
providing online newsletters in the 
fields of games, online computer 
games, computer software games, 
video games and electronic game 
software via e-mail and the Internet 

 

3,973,143 June 7, 2011 

Class 38:  Providing on-line chat 
rooms and electronic bulletin boards 
for transmission of messages among 
users in the field of games, online 
computer games, computer software 
games, video games and electronic 
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game software, electronic media and 
entertainment media; Providing on-
line chat rooms for social networking

BIG FISH GAMES 4,035,789 October 4, 2011 

Class 41:  Entertainment services, 
namely, computer games provided 
via mobile access computers, 
handheld game players and 
telephones 

 

These Trademark Registrations are valid, subsisting and owned by Counterclaim 

Plaintiff.  Pursuant to 37 CFR § 2.122(d) and TBMP § 317, attached hereto as Exhibit A are 

photocopies of the current status and title copy, prepared by the USPTO, of the foregoing 

Certificates of Registration.  

5. Counterclaim Plaintiff has spent considerable sums advertising and promoting its 

products and services offered and sold under its BIG FISH Marks throughout the United States.   

6. As a result of Counterclaim Plaintiff’s advertisement, promotion and sale of its 

products and services offered under its BIG FISH Marks, Counterclaim Plaintiff has acquired 

substantial and valuable goodwill in its BIG FISH Marks, which are known to indicate, and 

recognized as indicating, source exclusively in Counterclaim Plaintiff. 

7. In paragraphs 5 through 7 of its Notice of Opposition, Opposer/Counterclaim 

Defendant alleges a likelihood of confusion and a likelihood of dilution between the Registration 

and Applicant’s intent-to-use application for the mark BIG FISH, Serial No. 85/319799, under 

Section 2(d) of the Trademark Act.  Applicant denies the allegations of paragraphs 5 through 7 

of the Notice of Opposition, but to the extent a likelihood of confusion or a likelihood of dilution 

is found by the Board, Applicant has priority over the priority date of Opposer’s asserted 

Registration No. 3,936,214 through its use and registration of the BIG FISH Marks prior to May 

of 2006 such that the Registration is invalid. 
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WHEREFORE, Counterclaim Plaintiff respectfully requests that this Counterclaim for 

Cancellation be granted and that Registration No. 3,936,214 be cancelled. 

* * * * * * * 

Please recognize as attorneys for Applicant/Counterclaim Plaintiff in this proceeding 

Patchen M. Haggerty, a member of the Bar of the States of Washington and Oregon, and 

Douglas F. Stewart, a member of the Bar of the State of Washington, at the address below.   

 

     Respectfully Submitted, 
DORSEY & WHITNEY LLP 
 

Dated: April 25, 2012  
By:   

 /s/ Patchen M. Haggerty  
Patchen M. Haggerty 
Douglas F. Stewart 
DORSEY & WHITNEY LLP 
701 Fifth Avenue, Suite 6100 
Seattle, Washington 98104 
(206) 903-8800 
 
haggerty.patchen@dorsey.com 
stewart.doug@dorsey.com 
 
 
ATTORNEYS FOR 
APPLICANT/COUNTERCLAIM 
PLAINTIFF BIG FISH GAMES, INC. 
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CERTIFICATE OF SERVICE 

I hereby certify that the foregoing Answer to Notice of Opposition and Counterclaim for 
Cancellation is being served upon the Opposer/Counterclaim Defendant’s attorney of record on 
April 25, 2012 by mailing a true copy thereof by first class mail, postage prepaid, addressed to:  

Mitchell P. Brook 
McKenna Long & Aldridge, LLP 
600 West Broadway, Suite 2600  
San Diego, CA 92101 

 
/s/ Patchen M. Haggerty  
Patchen M. Haggerty 

4848-8830-7215\1 
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